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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1-16 have been considered but are 
moot in view of the new ground(s) of rejection. 



Double Patenting 

2. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

3. Claim 10 is objected to under 37 CFR f .75 as being a substantial duplicate of 
claim 5. When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 



Claim Rejections - 35 USC § 102 

4. Claim 1 is are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yasukawa et al. (US 2006/0172201). 
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Yasukawa et al. teaches a battery comprising a nonaqueous electrolyte 
comprising at least one phosphate and a vinylene carbonate compound and/or a 
vinylethylene carbonate compound and at least one compound selected from a cyclic 
amide, a cyclic carbamate compound or a heterocyclic compound. Yasukawa et al. 
teaches on page 5, [0046-0047], that the vinylene compound and/or the vinylethylene 
carbonate compound is preferably in the range of 0.1-15 wt%. Yasukawa et al. teaches 
on page 9, [0085, 0087], that the anode materials may include one or more metals such 
as Si, Sn, etc. and that the substrate of the current collector is made of a metal such as 
copper foil, nickel or stainless steel. Yasukawa et al. teaches on page 10, [0091], that 
the positive electrode comprises LiMn02, LiMy2, etc. 

5. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Mie et al. (US 
2004/0106047). 

Mie et al. teaches in the claims, a nonaqueous electrolyte secondary battery 
comprising a positive electrode, a negative electrode and a nonaqueous electrolyte. 
Mie et al. teaches on page 2, [0031-0032], that the negative electrode can use metal 
materials such as Si, an Si-Ni alloy or an Sn-Ni alloy singly or in combination with the 
carbonaceous material. Mie et al. teaches on page 4, [0055], a nonaqueous electrolyte 
comprising 2 parts by weight of VEC to 100 parts of GBL. Mie et al. teaches on page 6, 
[0077], that the positive electrode comprises LiCo02. 
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Claim Rejections - 35 USC § 103 

6. Claims 2-10, 11-16 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Yasukawa et al. (US 
2006/0172201). 

Yasukawa et al. teaches a battery comprising a nonaqueous electrolyte 
comprising at least one phosphate and a vinylene carbonate compound and/or a 
vinylethylene carbonate compound and at least one compound selected from a cyclic 
amide, a cyclic carbamate compound or a heterocyclic compound. Yasukawa et al. 
teaches on page 5, [0046-0047], that the vinylene compound and/or the vinylethylene 
carbonate compound is preferably in the range of 0.1-15 wt%. Yasukawa et al. teaches 
on page 9, [0085, 0087], that the anode materials may include one or more metals such 
as Si, Sn, etc. and that the substrate of the current collector is made of a metal such as 
copper foil, nickel or stainless steel. Yasukawa et al. teaches on page 10, [0091], that 
the positive electrode comprises LiMn02, LiMy2, etc. 

In the event any differences can be shown for the product of the product by 
process claims 2-3 11-12, as opposed to the product taught by Yasukawa et al., such 
differences would have been obvious to one of ordinary skill in the art as a routine 
modification of the product in the absence of a showing of unexpected results. In re 
Thrope 227 USPQ 964; (Fed. Cir. 1985). 

With respect to the product by process claims 2-3, 11-12, the determination of 
patentability is based upon the product itself not upon the method of its production. In 
re Thrope 227 USPQ 964; In re Brown 173 USPQ 685; In re Bridgeford 149 USPQ 55; 
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In re Wertheim 191 USPQ 90. Any difference imparted by the product by process 
limitations would have been obvious to one having ordinary skill in the art at the time the 
invention was made because where the Examiner has found a substantially similar 
product as in the applied prior art, the burden of proof is shifted to the Applicants to 
establish that their product is patentably distinct. In re Brown 173 USPQ 685 and In re 
Fessmann 180 USPQ 324. 

7. Claims 2-4, 7-9 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Mie et al. (US 2004/0106047). 

Mie et al. teaches in the claims, a nonaqueous electrolyte secondary battery 
comprising a positive electrode, a negative electrode and a nonaqueous electrolyte. 
Mie et al. teaches on page 2, [0031-0032], that the negative electrode can use metal 
materials such as Si, an Si-Ni alloy or an Sn-Ni alloy singly or in combination with the 
carbonaceous material. Mie et al. teaches on page 4, [0055], a nonaqueous electrolyte 
comprising 2 parts by weight of VEC to 1 00 parts of GBL. Mie et al. teaches on page 6, 
[0077], that the positive electrode comprises LiCo02. 

In the event any differences can be shown for the product of the product by 
process claims 2-3, as opposed to the product taught by Mie et al., such differences 
would have been obvious to one of ordinary skill in the art as a routine modification of 
the product in the absence of a showing of unexpected results. In re Thrope 227 
USPQ 964; (Fed. Cir. 1985). 
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With respect to the product by process claims 2-3, the determination of 
patentability is based upon the product itself not upon the method of its production. In 
re Thrope 227 USPQ 964; In re Brown 173 USPQ 685; In re Bridgeford 149 USPQ 55; 
In re Wertheim 191 USPQ 90. Any difference imparted by the product by process 
limitations would have been obvious to one having ordinary skill in the art at the time the 
invention was made because where the Examiner has found a substantially similar 
product as in the applied prior art, the burden of proof is shifted to the Applicants to 
establish that their product is patentably distinct. In re Brown 173 USPQ 685 and In re 
Fessmann 180 USPQ 324. 

8. Claims 11-16 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Ohshita et al. (6,511,776). 

Ohshita et al. teaches a battery comprising a positive electrode, a negative 
electrode and a polymer electrolyte containing a nonaqueous electrolyte solution 
comprising vinylene carbonate in a concentration of 0.1-90 vol%. Ohshita et al. teaches 
in column 3, lines 40-60, that the electrolyte solution contains vinylene carbonate in a 

concentration of 0.1-80 vol% or more preferably 0.1-3 vol% and teaches that the solute 

i 

can be LiPF6, LiBF4, etc. Ohshita et al. teacljes in column 4, lines 31-50, that the 
negative electrode can comprise metal oxides having lower potentials than the positive 
electrode such as Sn02, SnO, Si02, SiO, etc. Particularly, in order to further improve 
the preservation characteristics of the battery, it is preferably to use the metal oxides 
materials. The reason is that the large surface areas of the metal oxides contribute to 
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the remarkable effect of the layers and the metal oxides react with the vinylene 
carbonate in the nonaqueous electrolyte solution to form more stable layers. Ohshita et 
al. teaches in column 5, lines 24-35, that the positive electrode comprised LiCo02 and 
teaches in column 6, lines 15-35, that the positive electrode, the negative electrode was 
contained in a battery case. 

In the event any differences can be shown for the product of the product by 
process claims 11-12, as opposed to the product taught by Ohshita et al., such 
differences would have been obvious to one of ordinary skill in the art as a routine 
modification of the product in the absence of a showing of unexpected results. In re 
Thrope 227 USPQ 964; (Fed. Cir. 1985). 

With respect to the product by process claims 11-12, the determination of 
patentability is based upon the product itself not upon the method of its production. In 
re Thrope 227 USPQ 964; In re Brown 173 USPQ 685; In re Bridgeford 149 USPQ 55; 
In re Wertheim 191 USPQ 90. Any difference imparted by the product by process 
limitations would have been obvious to one having ordinary skill in the art at the time the 
invention was made because where the Examiner has found a substantially similar 
product as in the applied prior art, the burden of proof is shifted to the Applicants to 
establish that their product is patentably distinct. In re Brown 173 USPQ 685 and In re 
Fessmann 180 USPQ 324. 
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Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura S. Weiner whose telephone number is 571-272- 
1294. The examiner can normally be reached on M-F (6:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 57>272-1000. 




Laura'SWeiner 
Primary Examiner 
Art Unit 1745 



March 27, 2007 



